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the art along with Martin for almost 
eight years before the filing date of the 
present application. 

The board's decision is affirmed. 

Affirmed. 




58 CCPA 

Application of Alfred MARZOCCHI and 
Richard C. Horton. 
Patent Appeal No. 8431. 

United States Court of Customs 
and Patent Appeals. 
April 15, 1971. 

Appeal from decision of the patent 
office board of appeals which affirmed 
final rejection of claims 5, 6, 11 and 12 
of application, serial No. 470,618, involv- 
ing technique for improving adhesion 
characteristics between glass fibers and 
vinyl polymer resins. The Court of Cus- 
toms and Patent Appeals, Baldwin, J., 
held that claims 5 and 11, teaching use 
of monomeric vinyl pyrrolidone, were ob- 
vious in light of reference teaching use 
of polymeric vinyl pyrrolidone, but that 
claims 6 and 12, reciting use of poly- 
ethyleneamine, were supported by dis- 
closure which was in compliance with re- 
quirements of specification statute de- 
spite the breadth of the claim, where 
record contained insufficient grounds for 
questioning the accuracy of teaching that 
any polyethyleneamine would function to 
accomplish the asserted result. 

Affirmed in part and reversed in 
part. 



1. Patents <£=>18 

In connection with patent applica- 
tion involving technique for improving 
adhesion characteristics between glass 
fibers and vinyl polymer resins, claims 
5 and 11, teaching use of monomeric 



vinyl pyrrolidone were obvious in light 
of reference teaching use of polymeric 
vinyl pyrrolidone. 35 U.S.C.A. § 103. 

2. Patents <^18 

Inference of fact that, to one pos- 
sessing the ordinary level of skill in the 
art, it would be obvious to try particu- 
lar composition may at times be enough 
to justify drawing the ultimate conclu- 
sion of law that the claimed subject mat- 
ter as a whole would have been obvious. 
35 U.S.C.A. § 103. 

3. Patents <§=101<4) 

Claims 6 and 12 of patent applica- 
tion relating to technique for improving 
adhesion characteristics between glass 
fibers and vinyl polymer resins, which 
recited use of "polyethyleneamine" 
were supported by disclosure which was 
in compliance with specification statute 
despite contention «s to excessive breadth 
of the disputed term, where record con- 
tained insufficient grounds for question- 
ing accuracy of teaching that any poly- 
ethyleneamine would function to accom- 
plish the asserted result. 35 U.S.C.A. § 
112. 

4. Patents <S=>101<4) 

Where generic term is recited in 
patent application, the only relevant con- 
cern of the patent office under specifi- 
cation statute should be the truth of the 
assertion that any member of the class 
will accomplish the desired result, not the 
breadth of the term. 35 U.S.C.A. § 112. 

5. Patents <^>101(4) 

Specification disclosure which con- 
tains teaching of the manner and process 
of making and using the invention in 
terms which correspond in scope to those 
used in describing and defining the sub- 
ject matter sought to be patented must 
be taken as in compliance with the enabl- 
ing requirement of the specification stat- 
ute unless there is reason to doubt the 
objective truth of statements contained 
in the specification which must be re- 
lied on for enabling support. 35 U.S. 
C.A. § 112. 

6. Patents <3=>113<7) 

Unpredictability of chemical reac- 
tions alone may be enough to create 
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reasonable doubt as to accuracy of par- 
ticular broad statement put forward as 
enabling support for claim, especially 
where the statement is, on its face, con- 
trary to generally accepted scientific 
principles, but it is incumbent upon the 
patent office, when rejection is made on 
this basis, to explairf\why it doubts the 
truth or accuracy of the statement. 35 
U.S.C.A. § 112. 

7. Patents <§=>101(4) 

In considering accuracy of specifica- 
tion, pertinent references are not neces- 
sarily prior art references. 35 U.S.C.A. 
§ 112. 
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Before RICH, ALMOND, BALDWIN 
and LANE, Judges, and DURFEE, 
Judge, United States Court of Claims, 
sitting by designation. 

BALDWIN, Judge, 

This is an appeal from the decision of 
the Patent Office Board of Appeals 
which affirmed the final rejection of 
claims 5 and 11 of appellants' applica- 
tion 1 under 35 U.S.C. § 103 as unpatent- 
able in view of Werner 2 and of claims 6 
and 12 under 35 U.S.C. § 112 as be- 
ing based on an inadequate disclosure. 
Claims 4 and 10 stand allowed. 

THE INVENTION 

The subject matter of the claims on ap- 
peal involves a technique for improving 
the adhesion characteristics between 
glass fibers and vinyl polymer resins. 
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Claim 5 is representative and reads as 
follows : 

5. In the combination of glass fib- 
ers and a vinyl polymer resin composi- 
tion present as a coating on the glass 
fiber surfaces, the improvement which 
comprises mixing the vinyl polymer 
resin, prior to coating of the glass 
fibers, with an amine compound in an 
amount corresponding to 2-10% by 
weight of the vinyl polymer resin, and 
in which the amine compound is mono- 
meric vinyl pyrrolidone. 
Claim 11 is drawn to the same concept 
as claim 5, but defines the invention as 
"a method of producing glass fibers 
coated with polyvinyl resin strongly 
bonded to the glass fiber surfaces." 
Claims 6 and 12 differ from claims 5 and 
11 respectively solely in the recitation of 
"polyethyleneamine" as the critical 

i» ~ j j *i' — 

cnnmc wiupuuiiu auuitivc. 

THE SECTION 103 REJECTION 

Claims 5 and 11 were rejected "as ob- 
vious in the sense of 35 USC 103 over 
Werner." Werner, the sole reference re- 
lied upon here, is addressed to the im- 
provement in the bonding relationship 
between glass and polyvinyl halide res- 
ins. The pertinent disclosure is as fol- 
lows [emphasis added] : 

I have found that polyvinyl halide 
resins may be successfully modified 
so as to obtain excellent glass adhesion 
by employing a mixture of a polyvinyl 
halide and a polymer of N-vinyl pyr- 
rolidone. By employing a mixture 
containing from 80 to 97% of a poly- 
vinyl halide and from 20 to 3% of a 
polymer of N-vinyl pyrrolidone, which 
term includes homopolymers of vinyl 
pyrrolidone and copolymers with other 
polymerizable monomers, a composition 
is obtained having extremely high ad- 
hesion to all glass surfaces. 
On the basis of this teaching the exam- 
iner took the position, accepted by the 



I. Serial No. 470,618, filed July 8, 1965, 
for "Fiber Coatings — Nitrogen Compounds 
for Improving Adhesion of Vinyl Poly- 
mers to Glass" as a continuation-in-part 
of Serial No. 96,106, filed March 16, 1961. 



2. U. S. Patent No. 2,853,465, issued Sep- 
tember 23, 1958. 
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board, that the claimed use of monomeric 
vinyl pyrrolidone rather than Werner's 
polymeric vinyl pyrrolidone would be ob- 
vious to one of ordinary skill in the art 
since Werner's teaching would indicate to 
"one skilled in the art * * * that it 
is the vinyl pyrrolidone moiety that is 
enhancing the adhesion." It was also 
suggested by the examiner that since 
the claims recite no temperature condi- 
tions for the coating operation and since 
monomers polymerize when heated, the 
claims could possibly cover circumstances 
wherein the monomer is polymerized dur- 
ing application. The board appears to 
have accepted this suggestion and to 
have extended it even further. It stated : 

All of Werner's examples specify heat- 
ing at elevated temperatures (110°C- 
130°C., 165°C, 325°F., 350°F) with 
and without elevated pressures. Ap- 
pellants' specification says nothing 
about retaining the vinyl pyrrolidone 
in monomeric form, much less any- 
thing about "maximizing adhesion" 
by preventing polymerization. Indeed, 
the very designation of the vinyl pyr- 
rolidone as a "monomeric" material in- 
troduced into a polymer system for the 
purpose of altering the properties of 
such system implies subsequent poly- 
merization of the monomer. Appel- 
lants' further argument that the mono- 
mer has entirely different capabilities 
and solubilities than the polymer is 
also unpersuasive. 

Appellants' position on appeal in re- 
sponse to these assertions by the exam- 
iner and board is largely to stress again 
the "marked difference between the 
properties and characteristics of a poly- 
mer as compared to a monomer," and to 
object to the "purely conjectural" asser- 
tion that the monomer polymerizes in the 

3. Indeed, the reasonableness of such an as- 
sertion is confirmed by the very disclosure 
contained in appellants' application which 
indicates that efficacious adhesion en- 
hancers are those "organic nitrogenous 
compounds which are characterized both 
by an organic constitution which is com- 



coating after it is applied. Additionally, 
appellants make the following contention: 
Even if it were assumed that appel- 
lants' monomeric vinyl pyrrolidone is 
polymerized when present in the poly- 
vinyl chloride coating, there is no 
teaching or suggestion in Werner that 
the use of monomeric vinyl pyrrolidone 
has any efficacy whatsoever in compo- 
sitions of the type disclosed and claim- 
ed. The basis suggested by the Patent 
Office for the rejection is tantamount 
to the allegation it would be "obvious 
to try" the monomer. This "test" of 
obviousness has been frequently re- 
pudiated by this court. 

[1] The sole issue is, of course, 
whether the Werner teaching does sug- 
gest to a person having ordinary skill in 
this art that the use of monomeric vinyl 
pyrrolidone would have the efficacy in- 
dicated in the appealed claims. We agree 
with appellants that whether the mono- 
mer polymerizes is irrelevant, at least in 
this regard. What is relevant, however, 
and here determinative, is the examin- 
er's assertion that the Werner teaching 
would suggest that it is the vinyl pyr- 
rolidone moiety alone and not some other 
characteristic peculiar to a polymer 
which is efficacious in producing the de- 
sired adhesion enhancement. 3 In the ab- 
sence of anything to rebut this asser- 
tion, which is reasonable on its face, we 
are constrained to accept it as fact. The 
inferences which follow from such fact, 
i. e. 9 that the monomer would possess 
this same characteristic and that one of 
ordinary skill would recognize such fact, 
are inescapable. 

[2] It is acknowledged that the above 
line of reasoning may be viewed as being 
tantamount to drawing the inference 
that, to one possessing the ordinary level 
of skill in this art, it would be "obvious 

patible with the vinyl polymers and by a 
polarity expressed in the nitrogen func- 
tion." As also pointed out by appeUants 
in their brief (about which more will be 
said later), the nature of the present in- 
vention resides in the use of mine com- 
pounds, broadly, as adhesion enhancers. 



to try" the monomer 
an inference of fact may, at times, be 
enough to justify drawing the ultimate 
conclusion of law that the claimed sub- 
ject matter as a whole would have been 
obvious under section 103. We are sat- 
isfied that the circumstances of this case 
justify an initial conclusion of obvious- 
ness. Since the record before us con- 
tains nothing to rebut that conclusion, 
the decision with regard to claims 5 and 
11 must be affirmed. 

THE SECTION 112 REJECTION 

Claims 6 and 12, which recite the use 
of "polyethyleneamine" as the adhesion 
enhancer, were criticized by the examin- 
er as being based on a disclosure which 
was not enabling under the first para- 
graph of 35 U.S.C. § 112. The board 
affirmed his rejection of those claims 
with the following comment. 

The term is obviously generic to a 
considerable number of compounds 
varying in the number of ethylene 
groups, the number of amine groups 
and the relationship of the polyethy- 
lene groups to the amine groups, and 
accordingly does not provide a reason- 
able guide for those seeking to improve 
the adherence of vinyl resins to glass. 

[3] We will reverse the board's deci- 
sion on this rejection since we are un- 
able to find sufficient justification for 
the holding that appellants' disclosure is 
not enabling. 

[4] Turning specifically to the ob- 
jections noted by the board as indicated 
above, it appears that these comments 
indicate nothing more than a concern 
over the breadth of the disputed term. 
If we are correct, then the relevance of 
this concern escapes us. It has never 
been contended that appellants, when 
they included the disputed term in their 
specification, intended only to indicate a 
single compound. Accepting, therefore, 
that the term is a generic one, its recita- 
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Nevertheless, such tion must be taken as an assertion by ap- 



pellants that all of the "considerable 
number of compounds" which are includ- 
ed within the generic term would, as a 
class, be operative to produce the as- 
serted enhancement of adhesion charac- 
teristics. The only relevant concern of 
the Patent Office under these circum- 
stances should be over the truth of any 
such assertion. The first paragraph of 
§ 112 requires nothing more than objec- 
tive enablement. How such a teaching is 
set forth, either by the use of illustrative 
examples or by broad terminology, is of 
no importance. 

[5] As a matter of Patent Office 
practice, then, a specification disclosure 
which contains a teaching of the manner 
and process of making and using the in- 
vention in terms which correspond in 
scope to those used in describing and 
defining the subject matter sought to be 
patented must be taken as in compliance 
with the enabling requirement of the 
first paragraph of § 112 unless there is 
reason to doubt the objective truth of 
the statements contained therein which 
must be relied on for enabling support. 
Assuming that sufficient reason for such 
doubt does exist, a rejection for failure 
to teach how to make and/or use will be 
proper on that basis; such a rejection 
can be overcome by suitable proofs indi- 
cating that the teaching contained in the 
specification is truly enabling. 

[6, 7] In the field of chemistry gen- 
erally, there may be times when the well- 
known unpredictability of chemical reac- 
tions will alone be enough to create a rea- 
sonable doubt as to the accuracy of a par- 
ticular broad statement put forward as 
enabling support for a claim. This will 
especially be the case where the state- 
ment is, on its face, contrary to generally 
accepted scientific principles. Most oft- 
en, additional factors, such as the teach- 
ings in pertinent references, 4 will be 
available to substantiate any doubts that 
the asserted scope of objective enable- 



4. Xot necessarily prior art references, it 
should be noted, since the question would 
be regarding the accuracy of a statement 



in the specification, not whether that 
statement had been made before. 
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ment is in fact commensurate with the 
scope of protection sought and to sup- 
port any demands based thereon for 
proof. In any event, it is incumbent 
upon the Patent Office, whenever a re- 
jection on this basis is made, to explain 
why it doubts the truth or accuracy of 
any statement in a supporting disclosure 
and to back up assertions of its own with 
acceptable evidence or reasoning which 
is inconsistent with the contested state- 
ment. Otherwise, there would be no 
need for the applicant to go to the trouble 
and expense of supporting his presump- 
tively accurate disclosure. Cf . In re Gaz- 
ave, 379 F.2d 973, 54 CCPA 1524 (1967) ; 
In re Chilowsky, 229 F.2d 457, 43 CCPA 
775 (1956). 

In the present case, the circumstances 
we see do not support the reasonable- 
ness of any doubts which the Patent 
Office might have had concerning the 
adequacy of appellants' specification dis- 
closure to support these claims. In fact, 
those circumstances tend to strengthen 
rather than weaken appellants' claim to 
the breadth of protection they seek. In 
the first place, it has not been asserted 
by the Patent Office that the chemical 
properties of known polyethyleneamines 
vary to such an extent that it would not 
be expected by one of ordinary skill in 
this art that any such compound would 
possess the necessary capability of en- 
hancing adhesion. Additionally, we note 
that polyethyleneamine is listed in ap- 
pellants' specification as being only one 
of a much larger class of amine com- 
pounds possessing this necessary charac- 
teristic. Finally, we recognize (as did 



the examiner) the generic nature of ap- 
pellants' broader concept, i. e., that the 
desired property of adhesion enhance- 
ment stems largely from the amine moie- 
ty. It does appear that variation of cer- 
tain of the secondary factors mentioned 
by the examiner, such as molecular 
weight or proportion of ethylene groups, 
might influence to some degree or even 
mask the essential "amine" property of 
the polyethyleneamine or its obviously 
equally essential compatibility with 
vinyl polymers. However, we see no ba- 
sis to conclude that the ready avoidance 
of this result would not be within the 
level of ordinary skill in this art. Com- 
pare In re Skrivan, 427 F.2d 801, 57 
CCPA 1201 (1970). 

Taking all these circumstances into 
consideration, we are constrained to con- 
clude that the record before us contains 
insufficient grounds for questioning the 
accuracy of appellants' teaching that any 
polyethyleneamine (obviously excepting 
those whose essential "amine" charac- 
teristics and compatibility with vinyl 
polymers would be masked by the sec- 
ondary factors mentioned) will function 
to accomplish the asserted result. It fol- 
lows that claims 6 and 12 must be held 
to be supported by a disclosure which is 
in compliance with the requirements of 
the first paragraph of 35 U.S.C. § 112. 

SUMMARY 

The decision of the board regarding 
claims 5 and 11 is affirmed ; that dealing 
with claims 6 and 12 is reversed. 

Modified. 



